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DETAILED ACTION 

1 . The amendment filed 03 June 2005 has been noted and made of record. 

2. Claims 1-18 have been presented for examination. 

Response to Arguments 

3. In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

4. See further rejections that follow. 

Claim Rejections 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-4, 6-12, and 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 6,222,859 to Yoshikawa, hereinafter Yoshikawa, in view of U.S. Patent No. 
6,430,178 to Yahiro, hereinafter Yahiro. 

8. As per claims 1-3, Yoshikawa teaches a telephone communication system comprising: 
a public network (Figure 3 [block 4]; column 2, lines 57-65; column 5, lines 55-59), 
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a specific ISP network (Figures 2, 3; column 2, lines 18-23; column 5, lines 47-51), and 
a plurality of telephone sets accommodated in the public network (Figures 1, 2 [blocks 

T151-T153], 3 [blocks 1, 2], 4; column 2, lines 22-28; column 5, lines 47-51; column 6, lines 5- 

10), 

wherein when a calling telephone set, which is a subscriber to the specific ISP network 
provides connection point data specific to said specific ISP network for making internet service 
telephone communication to a called telephone set, said connection point data provided using the 
public network, the called telephone set receiving the connection point data from the public 
network and connecting itself to the specific ISP network according to the connection point data, 
and the calling telephone set connecting itself to the specific ISP network (column 7, lines 25-42; 
column 11, lines 28-40), 

the connection point data including at least an IP address in the specific ISP network and 
the telephone number of a point to be connected to the specific ISP network (column 5, lines 60- 
67; column 7, lines 25-42; column 11, lines 28-40). 

9. Yoshikawa does not teach a push-button telephone set having various function keys being 
provided between each of the plurality of telephone sets and the public network with a function 
of sending out a call from each telephone set. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to use a push-button telephone since 
the Examiner takes Official Notice of the equivalence of computer terminals for their use in the 
phone calling art and the selection of any of these known equivalents to a computer terminal with 
phone calling capabilities would be within the level of ordinary skill in the art. 
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10. Yoshikawa does not disclose wherein said called and calling parties are connected for 
making said internet service telephone communication using the same specific ISP network. 

11. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made for the called and calling parties to be connected using the same specific ISP network, 
since Yahiro states at column 1, lines 27-45 that such a modification would allow for a smoother 
transmission of data. 

12. Regarding claims 4, 1 1, and 12, Yoshikawa teaches wherein functions of each telephone 
set are executed on a personal computer (Figure 4; column 6, lines 5-65). 

13. Regarding claims 6, 15 and 16, Yoshikawa teaches: 

a ten-key unit having dial keys and a function key for indicating an internet telephone 
service (Figure 4 [block 14]; column 6, lines 20-42); 

a display unit for displaying a call arrival notification and results of various processes in 
the telephone set (Figure 4 [block 15]; column 6, lines 32-42); 

an accumulating unit for storing telephone number data and access identifier data of 
internet connection points to be connected by the calling and called sides (column 8, lines 3 1-48; 
column 9, lines 51-67; column 11, lines 27-40; column 13, lines 15-38); 

a voice codec to be started by a command for voice communication in the specific ISP 
network (Figure 4 [block 18]; column 6, lines 52-55); 

a telephone set control unit for detecting depressed push-buttons in the ten-key unit, 
obtaining the connection point data from the accumulating unit, sending out dial data and 
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connection point data via the public network, starting the voice codec when the dialed side has 
been connected to the specific ISP network and, upon arrival of a call, retrieving the connection 
point data of the calling side, effecting connection to the specific ISP network by retrieving and 
referring to the accumulating unit according to the connection point data and informing the 
calling side of the connection (Figures 1, 2 [blocks T151-T153], 3 [blocks 1, 2], 4; column 2, 
lines 22-28; column 5, lines 47-51; column 6, lines 5-10). 

14. Regarding claims 7, 17, and 18, Yoshikawa teaches wherein each telephone set further 
comprises an encryption unit for permitting exchange of connection point data in terms of 
ciphers (column 8, lines 31-48). 

15. As per claims 8-10, Yoshikawa teaches an Internet communication method comprising 
steps of: 

providing, by a calling telephone set that is a subscriber to a specific ISP network , of 
connection point data for making internet service telephone communication to a called telephone 
set, said connection point data being specific to said specific ISP and being transmitted using a 
public network (column 7, lines 25-58; column 1 1, lines 28-50), 

the called telephone set receiving the connection point data from the public network and 
connecting to the specific ISP network on the basis of the connection point data (column 5, lines 
60-67; column 7, lines 25-42; column 11, lines 28-40), and 

the calling telephone set connecting to the specific ISP network (column 7, lines 51-58), 
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the connection point data including at least an IP address in the specific ISP network and 
a telephone number of a point to be connected to the specific ISP network (column 5, lines 60- 
67; column 7, lines 25-42; column 1 1, lines 28-40). 

16. Yoshikawa does not teach a push-button telephone set having various function keys being 
provided between each of the plurality of telephone sets and the public network with a function 
of sending out a call from each telephone set. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to use a push-button telephone since 
the Examiner takes Official Notice of the equivalence of computer terminals for their use in the 
phone calling art and the selection of any of these known equivalents to a computer terminal with 
phone calling capabilities would be within the level of ordinary skill in the art. 

17. Yoshikawa does not disclose wherein said called and calling parties are connected for 
making said internet service telephone communication using the same specific ISP network. 

18. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made for the called and calling parties to be connected using the same specific ISP network, 
since Yahiro states at column 1, lines 27-45 that such a modification would allow for a smoother 
transmission of data. 

19. Claims 5, 13, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshikawa and Yahiro as applied to claim 1 above, and further in view of U.S. Patent No. 
6,690,654 to Elliott et al., hereinafter Elliott. 
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20. Regarding claims 5, 13, and 14, Yoshikawa and Yahiro do not teach wherein functions of 
each telephone set are executed with an IVR (interactive voice response) unit or a facsimile data 
server or a voice recognition dialer or a voice mail. 

21 . It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have the telephone functions executed with an IVR or a facsimile data server or a 
voice recognition dialer or a voice mail (Elliott: column 4, lines 48-65), since Elliott states at 
column 1, lines 41-48 that such a modification would allow communicating parties to exchange 
information in a conference setting. 

22. Claims 1-4, 6, 8-12, 15, and 16 are rejected under 35 U.S.C. 102(e) as being anticipated 
by U.S. Patent No. 6,847,632 to Lee et al., hereinafter Lee. 

23. As per claims 1-3, Lee teaches a telephone communication system comprising: 
a public network (Figure 2 [blocks 62, 64, 66]), 

a specific ISP network (Figure 2 [blocks 58-60], column 6, lines 32-53, column 7, line 36 
to column 8, line 1 1), and 

a plurality of telephone sets accommodated in the public network (Figure 2 [blocks 50, 
51, 52, 55], column 6, line 22 to column 8, line 1 1), 

wherein when a calling telephone set, which is a subscriber to the specific ISP network 
provides connection point data specific to said specific ISP network for making internet service 
telephone communication to a called telephone set, said connection point data provided using the 
public network, the called telephone set receiving the connection point data from the public 
network and connecting itself to the specific ISP network according to the connection point data, 
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and the calling telephone set connecting itself to the specific ISP network (Figure 3, column 8, 
line 13 to column 10, line 3), 

the connection point data including at least an IP address in the specific ISP network and 
the telephone number of a point to be connected to the specific ISP network (Figure 3 [blocks 
305, 309], column 9, line 57 to column 10, line 3), 

a push-button telephone set having various function keys being provided between each of 
the plurality of telephone sets and the public network with a function of sending out a call from 
each telephone set (column 6, line 22 to column 8, line 1 1), 

wherein said called and calling parties are connected for making said internet service 
telephone communication using the same specific ISP network (Figure 3 [block 310], column 3, 
lines 21-35, column 9, line 57 to column 10, line 3). Lee discloses effectuating a telephone 
conversation using voice over the Internet, also known as voice over Internet protocol and VoIP. 
U.S. Patent No. 6,445,697 to Fenton states at column 1, lines 52-54 that it is a requirement of 
VoIP that both ends of the conversation be connected to the same packet-switched network. 
Therefore, the disclosure of VoIP teaches that both parties are connected to the same network in 
order for the call to take place. 

24. Regarding claims 4, 1 1, and 12, Lee teaches wherein functions of each telephone set are 
executed on a personal computer (Figure 2 [block 53], column 7, lines 36-56). 


25. 


Regarding claims 6, 15 and 16, Lee teaches: 
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a ten-key unit having dial keys and a function key for indicating an internet telephone 
service (Figure 5 [block 524], column 10, line 4 to column 15, line 66); 

a display unit for displaying a call arrival notification and results of various processes in 
the telephone set (Figure 5 [block 525], column 10, line 4 to column 15, line 66); 

an accumulating unit for storing telephone number data and access identifier data of 
internet connection points to be connected by the calling and called sides (Figure 5 [blocks 506, 
507, 517, 518, 522, 523], column 10, line 4 to column 15, line 66); 

a voice codec to be started by a command for voice communication in the specific ISP 
network (Figure 5 [blocks 508, 519], column 10, line 4 to column 15, line 66); 

a telephone set control unit for detecting depressed push-buttons in the ten-key unit, 
obtaining the connection point data from the accumulating unit, sending out dial data and 
connection point data via the public network, starting the voice codec when the dialed side has 
been connected to the specific ISP network and, upon arrival of a call, retrieving the connection 
point data of the calling side, effecting connection to the specific ISP network by retrieving and 
referring to the accumulating unit according to the connection point data and informing the 
calling side of the connection (column 10, line 4 to column 15, line 66). 

26. As per claims 8-10, Lee teaches an Internet communication method comprising steps of: 

providing, by a calling telephone set that is a subscriber to a specific ISP network , of 
connection point data for making internet service telephone communication to a called telephone 
set, said connection point data being specific to said specific ISP and being transmitted using a 
public network (figure 3 [block 305], column 8, line 13 to column 10, line 3), 
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the called telephone set receiving the connection point data from the public network and 
connecting to the specific ISP network on the basis of the connection point data (Figure [blocks 
309, 310], column 8, line 13 to column 10, line 3), and 

the calling telephone set connecting to the specific ISP network (Figure 3 [block 303], 
column 8, line 13 to column 10, line 3), 

the connection point data including at least an IP address in the specific ISP network and 
a telephone number of a point to be connected to the specific ISP network (figure 3 [blocks 308, 
309], column 8, line 13 to column 10, line 3); 

a push-button telephone set having various function keys being provided between each of 
the plurality of telephone sets and the public network with a function of sending out a call from 
each telephone set (column 6, line 22 to column 8, line 1 1), 

wherein said called and calling parties are connected for making said internet service 
telephone communication using the same specific ISP network (Figure 3 [block 310], column 3, 
lines 21-35, column 9, line 57 to column 10, line 3). Lee discloses effectuating a telephone 
conversation using voice over the Internet, also known as voice over Internet protocol and VoIP. 
U.S. Patent No. 6,445,697 to Fenton states at column 1, lines 52-54 that it is a requirement of 
VoIP that both ends of the conversation be connected to the same packet-switched network. 
Therefore, the disclosure of VoIP teaches that both parties are connected to the same network in 
order for the call to take place. 

27. Claims 5, 13, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lee 
in view of U.S. Patent No. 6, 195,357 to Polcyn, hereinafter Polcyn. 
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28. Regarding claims 5, 13, and 14, Lee does not disclose wherein functions of each 
telephone set are executed with an IVR (interactive voice response) unit or a facsimile data 
server or a voice recognition dialer or a voice mail. 

29. Polcyn teaches wherein functions of each telephone set are executed with an IVR 
(interactive voice response) unit or a facsimile data server or a voice recognition dialer or a voice 
mail (figure 1 [block 100], column 3, line 66 to column 4, line 18). 

30. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to execute using an IVR unit, since Polcyn states at column 4, lines 3-18 that such a 
modification would provide switching and conferencing functionality to enable interconnection 
of any received communications, as well as provide automated speech functionality so that 
recorded messages may be selectively introduced into voice communications. 

31. Claims 7, 17, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lee 
in view of Yoshikawa. 

32. Regarding claims 7, 17, and 18, Lee does not teach wherein each telephone set further 
comprises an encryption unit for permitting exchange of connection point data in terms of 
ciphers. 

33. Yoshikawa teaches wherein each telephone set further comprises an encryption unit for 
permitting exchange of connection point data in terms of ciphers (column 4, lines 1-6). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to include an encryption unit, since Yoshikawa states at column 4, lines 1-6 that such a 
modification would ensure secure highly private communications over the Internet. 
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Conclusion 

34. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

35. The following patents are cited to further show the state of the art with respect to 
connecting calls over a packet switched network, such as: 

United States Patent No. 6,636,508 to Li et al. 5 which is cited to show a resource 
conservation system that conserves network bandwidth and improves voice quality by 
connecting parties on a common network. 

United States Patent No. 6,097,804 to Gilbert et al., which is cited to show completing a 
voice connection between first and second voice terminals in a switched telephone network. 

United States Patent No. 6,594,269 to Polcyn, which is cited to show a server that 
integrates voice communications and provides point-to-point, conference or broadcast 
connections of multiple users. 

36. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christian La Forgia whose telephone number is (571) 272-3792. 
The examiner can normally be reached on Monday thru Thursday 7-5. 

37. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz Sheikh can be reached on (571) 272-3795. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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38. Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Christian LaForgia 
Patent Examiner 
Art Unit 2131 
elf 
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